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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to comnnunication(s) filed on 22 October 2001 . 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-11 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) 13 The drawing(s) filed on 22 October 2001 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 
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3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4 and 9 contain the trademark/trade name compactflash. Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
a memory and, accordingly, the identification/description is indefinite. The examiner 
interprets that compactflash memory as flash memory. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boyle et al. (US Patent No. 61 18870) in view of Kato et al. (US Patent No. 6301993). 

5. Regarding claim 1 , Boyle et al. disclose that inn a portable audio data processing 
apparatus comprising a micro-controller coupled to a digital signal processor, the 
apparatus having a key file and a decryption program stored therein, the apparams 
adapted to be removably coupled to a data storage device having a unique identifier, an 
audio data file and a decoder file stored therein, a method for processing the audio data 
file {figures 2 or 5-6), the method comprising the steps of: 

identifying a key stored in a memory of the micro-controller in response to the 
decryption program (co/. 4, In. 1-37, public and private keys)] retrieving the audio data 
file and the decoder file from the data storage device in response to a user selection of 
the audio data file {figure 3 orcoL 8, In. 49 to col. 9, In. 40); decrypting the decoder file 
in response to the first key and the decryption program {col. 6, In. 7-25 or col. 9, In. 5- 
34, the EPLAY program is the decoder file)', generating a key in response to a key 
stored in the memory of the microcontroller {col. 9, In. 1-1 0)\ decrypting the audio data 
file in response to the generated key and the decryption program {col. 5, In. 54 to col. 6, 
In. 5): decoding the decrypted audio data file in response to the decrypted decoder file 
{col. 6, In. 7-25)] and providing the decrypted, decoded audio data file to an output 
device {element 348 in figure 5, ready for display or output to speakers). 

Boyle et al. fail to specifically disclose a second the step of using two separate 
keys to decrypt the decoder file and the audio data. However, Kato et al. teach the step 
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of decrypting the audio data using a different key from Boyle et ai. {col. 7, In. 53 to col. 
8, In. 35). 

Since Boyle et al. and Kato et al. are analogous art because they are from the 
same field of endeavor, it would have been obvious to one of ordinary skill in the art at 
the time of invention to modify Boyle et al. by incorporating the teaching of Kato et al. in 
order to enhance data security. 

6. Regarding claim 6, Boyle et al. disclose a portable audio data processing 
apparatus, comprising: 

user input means for receiving user inputs, data input means for receiving digital 
data {col. 8, In. 49-57); a data storage device having an audio data file, a decoder file 
and a unique identifier stored therein, the data storage device adapted to be removably 
coupled to the data input means {Secure Buffer 40 in figure 2 orrefening to figure 3); a 
digital signal processor {CPU of figure 2); and a micro-controller coupled to the user 
input means, data input means, and digital signal processor {figure 2), the micro- 
controller transfemng a decryption program and a key file to the digital signal processor 
in response to the data storage device being coupled to the data input means {elements 
34, 38, and 40 in figure 2), the digital signal processor identifying a key stored in a 
memory of the micro-controller in response to the decryption program {col. 4, In. 1-37, 
public and private keys), the micro-controller transfemng the audio data file, the decoder 
file and the unique identifier from the data storage device to the digital signal processor 
in response to user selection of the audio data file {col. 4, lines 43-67), the digital signal 



Application/Control Number: 10/030,769 Page 5 

Art Unit: 2655 

processor decrypting the decoder file in response to tlie first key and the decryption 
program {col. 4, lines 43-67), the digital signal processor decrypting the audio data file 
in response to a key, the unique identifier and the decryption program, the digital signal 
processor decoding the decrypted audio data file in response to the decoder file (col. 4, 
lines 43-67 and col. 18, lines 25-31). 

Boyle et al. fail to specifically disclose a second the step of using two separate 
keys to decrypt the decoder file and the audio data. However, Kato et al. teach the step 
of decrypting the audio data using a different key from Boyle et al. {col. 7, In. 53 to col. 
8, In. 35). 

Since Boyle et al. and Kato et al. are analogous art because they are from the 
same field of endeavor, it would have been obvious to one of ordinary skill in the art at 
the time of invention to modify Boyle et al. by incorporating the teaching of Kato et al. in 
order to enhance data security. 

7. Regarding claims 2 and 7, Boyle et al. further disclose a method and apparatus 
of claims 1 and 6, wherein the steps of identifying the first key and the second key 
comprise identifying a first memory location having the first key stored therein and 
identifying a second memory location having the second key stored therein {col. 4, lines 
1-67, public and private keys are stored in two different locations). 
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8. Regarding claims 3-4 and 8-9. Boyle et al. further disclose a method and 
apparatus of claims 2 and 6, wherein the data storage device is a solid-state memory 
device (col. 4, In. 44-47), a flash memory card (co/. 4, In. 44-47). 

9. Regarding claims 5 and 10, Boyle et al. fail to specifically disclose the method of 
claims 1 and 6, wherein the data storage device includes a plurality of audio data files 
and decoder files stored therein, each one of the plurality of audio data files being 
associated with a selected one of the decoder files, the retrieving step comprising 
identifying a selected decoder file associated with the audio data files and retrieving the 
audio data file and the selected decoder file in response to the user selection. 

Kato et al. teach that the data storage device includes a plurality of audio data 
files and decoder files stored therein, each one of the plurality of audio data files being 
associated with a selected one of the decoder files, the retrieving step comprising 
identifying a selected decoder file associated with the audio data files and retrieving the 
audio data file and the selected decoder file in response to the user selection (coA 18, 
In. 25-31). 

Since Boyle et al. and Kato et al. are analogous art because they are from the 
same field of endeavor, it would have been obvious to one of ordinary skill in the art at 
the time of invention to modify Boyle et al. by incorporating the teaching of Kato et al. in 
order correctly and effectively decode audio files having different format. 
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1 0. Regarding claim 1 1 , Boyle et al. further disclose a compact memory device for 
storing digital data, the memory device adapted to be coupled to a handheld audio 
playback device, the memory device comprising: 

a plurality of memory cells, the memory cells having stored therein: 

a unique identifier associated with the compact memory device; 

an audio data file having audio data encoded in accordance with a selected one 
of a plurality of encoding formats and encrypted using a first key stored in a micro- 
controller of the playback device {col. 3, lines 36-52); 

a decoder file associated with the selected one of a plurality of encoding formats, 
the decoder file encrypted using the unique identifier and a second key stored in the 
micro-controller of the playback device {col. 4, lines 1-67), the decoder file being 
adapted to be transferred to a digital signal processor for causing the digital signal 
processor to decode the audio data file in accordance with the selected one of a 
plurality of encoding formats {col. 4, lines 43-67). 

Boyle et al. fail to specifically disclose an identifier data file for identifying the 
correspondence between the audio data file and the associated decoder file. However, 
Kato et al. teach an identifier data file for identifying the correspondence between the 
audio data file and the associated decoder file {col. 18, In. 25-31). 

Since Boyle et al. and Kato et al. are analogous art because they are from the 
same field of endeavor, it would have been obvious to one of ordinary skill in the art at 
the time of invention to modify Boyle et al. by incorporating the teaching of Kato et al. in 
order correctly and effectively decode audio files having different formats:. 
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Conclusion 



Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Huyen Vo whose telephone number is 703-305-8665. 
The examiner can normally be reached on M-F, 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doris To can be reached on 703-305-4827. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonmation for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Examiner Huyen X. Vo December 9, 2004 
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